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04.  2 CFR 910, Appendix A of Subpart D Modified Patent Rights (Large Business Firms – No 
Waiver* – U.S. Competitiveness **) 
 

(a) Definitions 

DOE patent waiver regulations, as used in this clause, means the Department of Energy 
patent waiver regulations in effect on the date of award. See 10 CFR part 784. 

Invention, as used in this clause, means any invention or discovery which is or may be 
patentable of otherwise protectable under title 35 of the United States Code or any novel 
variety of plant that is or may be protectable under the Plant Variety Protection Act (7 U.S.C. 
2321, et seq.). 

Patent Counsel, as used in this clause, means the Department of Energy Patent Counsel 
assisting the awarding activity. 

Subject invention, as used in this clause, means any invention of the Recipient conceived or 
first actually reduced to practice in the course of or under this agreement. 

(b) Allocations of Principal Rights 

(1) Assignment to the Government. The Recipient agrees to assign to the Government the 
entire right, title, and interest throughout the world in and to each subject invention, except to 
the extent that rights are retained by the Recipient under subparagraph (b)(2) and paragraph 
(d) of this clause. 

(2) Greater rights determinations. The Recipient, or an employee-inventor after 
consultation with the Recipient, may request greater rights than the nonexclusive license and 
the foreign patent rights provided in paragraph (d) of this clause on identified inventions in 
accordance with the DOE patent waiver regulation. Each determination of greater rights under 
this agreement shall be subject to paragraph (c) of this clause, unless otherwise provided in the 
greater rights determination, and to the reservations and conditions deemed to be appropriate 
by the Secretary of Energy or designee. 

(c) Minimum Rights Acquired by the Government 

With respect to each subject invention to which the Department of Energy grants the 
Recipient principal or exclusive rights, the Recipient agrees to grant to the Government: A 
nonexclusive, nontransferable, irrevocable, paid-up license to practice or have practiced each 
subject invention throughout the world by or on behalf of the Government of the United States 
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(including any Government agency); “march-in rights” as set forth in 37 CFR 401.14(a)(J)); 
preference for U.S. industry as set forth in 37 CFR 401.14(a)(I); periodic reports upon request, 
no more frequently than annually, on the utilization or intent of utilization of a subject 
invention in a manner consistent with 35 U.S.C. 202(c)(50); and such Government rights in any 
instrument transferring rights in a subject invention. 

(d) Minimum Rights to the Recipient 

(1) The Recipient is hereby granted a revocable, nonexclusive, royalty-free license in each 
patent application filed in any country on a subject invention and any resulting patent in which 
the Government obtains title, unless the Recipient fails to disclose the subject invention within 
the times specified in subparagraph (e)(2) of this clause or upon a breach of paragraph (k) U.S. 
Competitiveness of this clause. The Recipient's license extends to its domestic subsidiaries and 
affiliates, if any, within the corporate structure of which the Recipient is a part and includes the 
right to grant sublicenses of the same scope to the extent the Recipient was legally obligated to 
do so at the time the agreement was awarded. The license is transferable only with the 
approval of DOE except when transferred to the successor of that part of the Recipient's 
business to which the invention pertains. 

(2) The Recipient may request the right to acquire patent rights to a subject invention in 
any foreign country where the Government has elected not to secure such rights, subject to the 
minimum rights acquired by the Government similar to paragraph (c) of this clause. Such 
request must be made in writhing to the Patent Counsel as part of the disclosure required by 
subparagraph (e)(2) of this clause, with a copy to the DOE Contracting Officer. DOE approval, if 
given, will be based on a determination that this would best serve the national interest. 

(e) Invention Identification, Disclosures, and Reports 

(1) The Recipient shall establish and maintain active and effective procedures to assure 
that subject inventions are promptly identified and disclosed to Recipient personnel responsible 
for patent matters within 6 months of conception and/or first actual reduction to practice, 
whichever occurs first in the performance of work under this agreement. These procedures 
shall include the maintenance of laboratory notebooks or equivalent records and other records 
as are reasonably necessary to document the conception and/or the first actual reduction to 
practice of subject inventions, and records that show that the procedures for identifying and 
disclosing the inventions are followed. Upon request, the Recipient shall furnish the Contracting 
Officer a description of such procedures for evaluation and for determination as to their 
effectiveness. 

(2) The Recipient shall disclose each subject invention to the Patent Counsel with a copy to 
the Contracting Officer within 2 months after the inventor discloses it in writing to Recipient 
personnel responsible for patent matters or, if earlier, within 6 months after the Recipient 
becomes aware that a subject invention has been made, but in any event before any on sale, 
public use, or publication of such invention known to the Recipient. The disclosure to DOE shall 
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be in the form of a written report and shall identify the agreement under which the invention 
was made and the inventor(s). It shall be sufficiently complete in technical detail to convey a 
clear understanding, to the extent known at the time of the disclosure, of the nature, purpose, 
operation, and physical, chemical, biological, or electrical characteristics of the invention. The 
disclosure shall also identify any publication, on sale, or public use of the invention and whether 
a manuscript describing the invention has been submitted for publication and, if so, whether it 
has been accepted for publication at the time of disclosure. In addition, after disclosure to DOE, 
the Recipient shall promptly notify Patent Counsel of the acceptance of any manuscript 
describing the invention for publication or of any on sale or public use planned by the Recipient. 
The report should also include any request for a greater rights determination in accordance 
with subparagraph (b)(2) of this clause. When an invention is disclosed to DOE under this 
paragraph, it shall be deemed to have been made in the manner specified in Sections (a)(1) and 
(a)(2) of 42 U.S.C. 5908, unless the Recipient contends in writing at the time the invention is 
disclosed that it was not so made. 

(3) The Recipient shall furnish the Contracting Officer a final report, within 3 months after 
completion of the work listing all subject inventions or containing a statement that there were 
no such inventions, and listing all subawards/contracts at any tier containing a patent rights 
clause or containing a statement that there were no such subawards/contracts. 

(4) The Recipient agrees to require, by written agreement, its employees, other than 
clerical and nontechnical employees, to disclose promptly in writing to personnel identified as 
responsible for the administration of patent matters and in a format suggested by the Recipient 
each subject invention made under subaward/contract in order that the Recipient can comply 
with the disclosure provisions of paragraph (c) of this clause, and to execute all papers 
necessary to file patent applications on subject inventions and to establish the Government's 
rights in the subject inventions. This disclosure format should require, as a minimum, the 
information required by subparagraph (e)(2) of this clause. 

(5) The Recipient agrees, subject to FAR 27.302(j), that the Government may duplicate and 
disclose subject invention disclosures and all other reports and papers furnished or required to 
be furnished pursuant to this clause. 

(f) Examination of Records Relating to Inventions 

(1) The Contracting Officer or any authorized representative shall, until 3 years after final 
payment under this agreement, have the right to examine any books (including laboratory 
notebooks), records, and documents of the Recipient relating to the conception or first actual 
reduction to practice of inventions in the same field of technology as the work under this 
agreement to determine whether—(i) Any such inventions are subject inventions; (ii) The 
Recipient has established and maintains the procedures required by subparagraphs (e)(1) and 
(4) of this clause; (iii) The Recipient and its inventors have complied with the procedures. 
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(2) If the Contracting Officer learns of an unreported Recipient invention which the 
Contracting Officer believes may be a subject invention, the Recipient may be required to 
disclose the invention to DOE for a determination of ownership rights. 

(3) Any examination of records under this paragraph will be subject to appropriate 
conditions to protect the confidentiality of the information involved. 

(g) Subaward/Contract 

(1) The Recipient shall include the patent rights clause directed by the Contracting Officer, 
in all subawards/contracts, regardless of tier, for experimental, developmental, demonstration, 
or research work to be performed by a domestic small business firm or nonprofit organization.  
In all other subawards/contracts, regardless of tier, for experimental, developmental, 
demonstration, or research work, the Recipient shall include this clause (suitably modified to 
identify the parties), or an alternate clause as directed by the Contracting Officer. The Recipient 
shall not, as part of the consideration for awarding the subaward/contract, obtain rights in the 
subrecipient's/contractor's subject inventions.  

(2) In the event of a refusal by a prospective subrecipient/contractor to accept such a 
clause the Recipient: (i) Shall promptly submit a written notice to the Contracting Officer setting 
forth the subrecipient/contractor's reasons for such refusal and other pertinent information 
that may expedite disposition of the matter; and (ii) Shall not proceed with such 
subaward/contract without the written authorization of the Contracting Officer. 

(3) In the case of subawards/contracts at any tier, DOE, the subrecipient/contractor, and 
Recipient agree that the mutual obligations of the parties created by this clause constitute a 
contract between the subrecipient/contractor and DOE with respect to those matters covered 
by this clause. 

(4) The Recipient shall promptly notify the Contracting Officer in writing upon the award of 
any subaward/contract at any tier containing a patent rights clause by identifying the 
subrecipient/contractor, the applicable patent rights clause, the work to be performed under 
the subaward/contract, and the dates of award and estimated completion. Upon request of the 
Contracting Officer, the Recipient shall furnish a copy of such subaward/contract, and, no more 
frequently than annually, a listing of the subawards/contracts that have been awarded. 

(5) The Recipient shall identify all subject inventions of a subrecipient/contractor of which 
it acquires knowledge in the performance of this agreement and shall notify the Patent 
Counsel, with a copy to the Contracting Officer, promptly upon identification of the inventions. 

(h) Atomic Energy 
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(1) No claim for pecuniary award of compensation under the provisions of the Atomic 
Energy Act of 1954, as amended, shall be asserted with respect to any invention or discovery 
made or conceived in the course of or under this agreement. 

(2) Except as otherwise authorized in writing by the Contracting Officer, the Recipient will 
obtain patent agreements to effectuate the provisions of subparagraph (h)(1) of this clause 
from all persons who perform any part of the work under this agreement, except nontechnical 
personnel, such as clerical employees and manual laborers. 

(i) Publication 

It is recognized that during the course of the work under this agreement, the Recipient or 
its employees may from time to time desire to release or publish information regarding 
scientific or technical developments conceived or first actually reduced to practice in the course 
of or under this agreement. In order that public disclosure of such information will not 
adversely affect the patent interests of DOE or the Recipient, patent approval for release of 
publication shall be secured from Patent Counsel prior to any such release or publication. 

(j) Forfeiture of Rights in Unreported Subject Inventions 

(1) The Recipient shall forfeit and assign to the Government, at the request of the 
Secretary of Energy or designee, all rights in any subject invention which the Recipient fails to 
report to Patent Counsel within six months after the time the Recipient: (i) Files or causes to be 
filed a United States or foreign patent application thereon; or (ii) Submits the final report 
required by subparagraph (e)(3) of this clause, whichever is later. 

(2) However, the Recipient shall not forfeit rights in a subject invention if, within the time 
specified in subparagraph (e)(2) of this clause, the Recipient: (i) Prepares a written decision 
based upon a review of the record that the invention was neither conceived nor first actually 
reduced to practice in the course of or under the agreement and delivers the decision to Patent 
Counsel, with a copy to the Contracting Officer, or (ii) Contending that the invention is not a 
subject invention, the Recipient nevertheless discloses the invention and all facts pertinent to 
this contention to the Patent Counsel, with a copy of the Contracting Officer; or (iii) Establishes 
that the failure to disclose did not result from the Recipient's fault or negligence. 

(3) Pending written assignment of the patent application and patents on a subject 
invention determined by the Secretary of Energy or designee to be forfeited (such 
determination to be a final decision under the Disputes clause of this agreement), the Recipient 
shall be deemed to hold the invention and the patent applications and patents pertaining 
thereto in trust for the Government. The forfeiture provision of this paragraph (j) shall be in 
addition to and shall not supersede other rights and remedies which the Government may have 
with respect to subject inventions. 
 

(k)  U.S. Competitiveness  
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The Recipient agrees that any products embodying any subject invention or produced 
through the use of any subject invention will be manufactured substantially in the United 
States unless the Recipient can show to the satisfaction of DOE that it is not commercially 
feasible. In the event DOE agrees to foreign manufacture, there will be a requirement that 
the Government's support of the technology be recognized in some appropriate manner, 
e.g., alternative binding commitments to provide an overall net benefit to the U.S. 
economy. The Recipient agrees that it will not license, assign or otherwise transfer any 
subject invention to any entity, at any tier, unless that entity agrees to these same 
requirements. Should the Recipient or other such entity receiving rights in the invention(s): 
(1) undergo a change in ownership amounting to a controlling interest, or (2) sell, assign, or 
otherwise transfer title or exclusive rights in the invention(s), then the assignment, license, 
or other transfer of rights in the subject invention(s) is/are suspended until approved in 
writing by DOE. The Recipient and any successor assignee will convey to DOE, upon written 
request from DOE, title to any subject invention, upon a breach of this paragraph. The 
Recipient will include this paragraph in all subawards/contracts, regardless of tier, for 
experimental, developmental or research work.  
 
(l) The requirements, rights and administration of paragraph (k) are further clarified as 
follows:   
 

1. Waivers.  The Recipient (or any entity subject to paragraph (k)) may request a waiver 
or modification of paragraph (k). Such waivers or modifications may be granted 
when DOE determines that (1) the Recipient (or any entity subject to paragraph (k)) 
has demonstrated, with quantifiable data, that manufacturing in the United States is 
not commercially feasible and (2) a waiver or modification would best serve the 
interests of the United States and the general public.  

 
2. Final determination of breach of paragraph (k).  If DOE determines the Recipient is in 

breach of paragraph (k), the Department may issue a final written determination of 
such breach. If such determination includes a demand for title to the subject 
inventions under the award, the demand for title will cause an immediate 
conveyance and assignment of all rights to all subject inventions under the award to 
the United States Government, including all pending patent applications and all 
patents that cover any subject invention, without compensation. Any such final 
determination shall be signed by the cognizant DOE Contracting Officer with the 
concurrence of the Assistant General Counsel for Technology Transfer & 
Intellectual Property. Advanced notice will be provided for comment to the 
Recipient before any final written determination by DOE is issued.  
 

3. For clarity, if DOE determines that the Recipient is in breach of paragraph (k), the 
Recipient shall not be entitled to any compensation, or to the license to the subject 
invention including the reserved license in section (d)(1), unless DOE re-grants a 
license through a separately agreed upon licensing agreement. 
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(End of clause) 
 
 


